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Mouon was filued to have defendant
shudged moevil contempt for violating
terms of consent deeree enjoiming  de-
fendants from mfringing pliuntff’s pat-
ent relating o pile weatherstnpping
The United States District Court for the
Southern Distrnict of Ohwo, Carl A Wein-
man, J. 381 F Supp 649, adjudged de-
ferdant in cervil contempt, and defendant
appealed  The Court of  Appealy held
that consent deeree, which reeited that
p..unuﬁ' s patent was goud and vahd and
that 1t was infringed by defendant, was
entitled to res Judicata ceffeet, that de-
tondant was propuerly  precluded  from
collaterally  attaching  consent  decree,
that infringement provisions of consent
decree were not vagrue and unenforecn-
ple. that vahdity of weatherstripping
patent obuuned by defendant subsequent
o consent decree was at issue n eon-
wempt procecding and that although de-
fondant’s putent was imvalud on other
groundﬁ wis not invahd because of mis-
cenduct 10 patent officc

Affirmed and remanded

Harry Phillips, Chief Judge, con-
corred 10 part and dissented in part and
filed opinion

1. Patents <='327(6)

Consent _dg W rovide L
plﬂlnll”a p.ltcnt WS ruml and valul and
was res judicata as to_issue nf patcnl

=ity in_subscquent proceeding seek-
defendant in contempt for

violating injunction entered pursuant to
consenl decree, Ly pmiving res judicata
efTect to consent decree the court did
not close its doors to litigation on 1ssue
of patent vahdity, except us to the par-
ties or their privies, and only after they
had the opportunity to htigate the ssue
fully and, 1in addition, third parties, were
not affected by the consent deeree, pub-
lic interest in purging mvahd patent of
its status as a government-created mo-
nopoly did not preclude giving res judi-
cata effect to the decree

2. Judgment =634

Res judicata is not a wholly inflex)-
ble doctrine; in rare instances pubhe pol-
icy may mandate the rejection of the
principle

3. Judgment <651
Although degree of judicial involve-

ment is different between a Lons(.n], de-
dicial

cree and a hugated res

involvement in the consept decrce 3s not

su inconsequential as to justify a iffor-

ent treatment as repards docirine of res

Judicata.
P S

4. Patents <191

Public interest requires that an in-
valud patent Le stmpped of its monopoly
stalus as carly as possible

5. Patents <=327(6)

By giving res judicata effect to con-
sent decrees adjudicatng vahdity of a
patent a court protects the pubhe inter-
est in stripping an mvahd patent of its
monopoly status at the carliest possible
date since an alleged infringer 1s therchby
deprived of a judicial deviee which could
be used o postpone and delay a final
adjudication of validity; if given a
second chance to htigate issue of validity
alleged infringers nught aceept a license
under a consent decree and forego an
atlack until favored by a stronger finan-
cial position or until threatened by other
manufacturers who are not paying royal-
ties.

6. Patents <=326(4)

Adjudicated patent infringer, sought
to be held in civil contempt for violating
injunction restraining further infringe-
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pile fihers are secured to a textile base
strip, and an impervious harrier s se-
cured along the center of the pile to the
base strip This barrer s deseriberd in
claim 1 of the Herton patent as follows

a harmer strip of impervious, flexible
sheet maternial fined at one edge to
said base stmp n sad pile gap, to
project lateratly from and extend long-
itudinally of s.aid base strp to scal and
support said Nber bodies
The accused devicee is deseribed i the
Johnson patent as a simlar type of
weatherstrip with an impervious barricr
However, the Johnson hareier s not at-
tached Lo the base strip 1t 1~ attached
adhesively 1o the filv s themaselves and
the bottom cdge of the bareer s spaced
a short distance from the hase stop

1 Res Judicata

[1-5] In the acuon for contempt
USM sought w introduce evidence which
would show that the Horton patent was

invalid - The District Court held that the o4 4. 1974)

final consent decree, see Brunswick
Chrysler Corp, 408 F 2] 33 (Tth Cr.
1969), and an adjudication of infringe-
ment and vahdity need not be inferred.
sce Kruly v Nuation d Disuller~ & Chem
Corp, 502 F 21 1366 (Tth Cir 1974}
This is a consent deeree that clearl
states that the Horlon patent 15 vahd
and infringed.  See Warner « Tennesset
Prod Corp, 57 F 21 642 (6th Cir), cerl
denied, 287 U.S 632, 53 (v 83, T7
L.Ed. 545 (1932)

The principal 1ssue then s not whether
res jutheata apphes i the tradivonsl
sense, considerings the facts of the case
and the requirements ol that doetrine.
but rather whether the entiee pohey of
res gudicata s overrudden by the puble
mierest i purging an v alid patent of
is status i a povernment-ercated mo-
nopoly. We recognmze that res udicatd
is not a wholly inflenible doctrine, wnd
that in rare instances public policy ma)
mandate the rejection of that principle
1B J Moore, Federal Practice * 0 405[11]

prior consent decree was res Judicata of

that issuc¢ and that the issue was fore-
closed in the contempt procecding 364
FSupp at 652  On this appeal USM
contends that the public pohey interests
discussed wn Lear. Ine o Adkins, 395
U.S. 653, 89 S.Ct 1902, 23 L. Ea2d 610
(1969), renders a findingg of nvalicdity
more important than the pohees of
finality served by the doctrine of res ju-
dicata.!

The present action {it- squarcly within
the rules defining the bounds of res judi-
cata. As stated by the Ihstrict Court
“indeed this is in reality a part of” the
first litigation 3G9 F Supp at 652 The
consentl decree represents more than o
mere agreement between the parties, or
a stipulated dismissal  The  Distriet
Court received the agreement, signed 1t
and ordered it entered as a final yudg-
ment. We, therefore, are not faced with
the difficulties in characterizing the de-
cree as a dismissal without prejudice or a

L. See generally, Note, “*lo bid o1 pot to
bind', Bar and Mergor hreatmem ol onsent

see Addressograph-Multe
graph Corp v Cooper, 156 F 24 483, 485
(2d Cir 1946)

Public pohey consaderations in patent
litggation hive long been recogmized hy
the Supreme Court  In Mcercowd Corp
Mid-Continent Imvestment Co, 320 US
661, 670 71, 61 St 268, 83 LEd 37
(1944), the Court considered the question
of res judicata with respect to certam
defenses that mught have been, but were
not, advanced by parties privy to a first
suit  In the earlier suit the patent was
held o be valid  The Court determined
that this finding was nol res judicata of
a patent misuse counterclaim for dam-
ages that could have been, but was not,
htigated in the fust action  The Court
stated

“Courts of cquity may. and fre-
quently do, go much farther both to
mve and withhold rehef in furtherance
of the public interest than they are
accustomed Lo go when only private

Decrees i P aent Infrmgement Lingation,” 74
Colum L Rev 1322 (1979)

&
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nterests e mvohed ™ Viagman Ky
Co ..\;rs!um Federation No o 40, 300
US 515, 552, [A7 SCL W2, 81 L Ed
T89]  “Where an important publie in-
terest would be prejudieed,” the rea-
sons for denying mjunctive  rehief
“may be compeling.”  Harrsonvidle
W S Dickey Clay Mfir Co, 288 US
334, 338 [53 SCtL 602, 77 L Ed 1208]
320 US. at 670, 64 S Ct, ar 273
It wa~ concluded that
The case 15 then governed by the
principle that where the sceonit cause
uf ceuon hetwean the parties s upon a
different Jaim the prior Judgment s
res Judicati nol as to assues which
might have been tendered but “only as
to those matters in ssue or points con-
troverted, upon the determination of
which the finding or verdut was ren-
dered ™ Cromwell v County of Sae,
94 1S 351, 353 [21 L Ed 195]  And
see Russell v Place, 94 US 606 |24
LEd 214] 320 UU'S at 671, 63 SC1
at 271
The nublic interest n patents was also
mohved i Ninclan & Carredl Co v In-
terchemical Corps . 325 US 327, 330, 65
SCt 1143, 89 L Ed 1644 (1015), where
the Court encouraged a full inquiry into
patent sahdity, admonishimg that

There has been a tendeney among
the lowsr fodoral courts v anfringe-
ment sults Lo dispose of them where
possible on the grround of non-infringe-
ment without ooy i the question
of valihity of the patent  Irvn v
Ruich Motir Co, 8 Cn o, 88 F 24 947,
851, Acro Sparh Plug Co v B G
Corp, 2 Cir, 130 F 20 200, Franhlin
Masonite Corp, 2 Cir, 132 F.2d 800
It has come Lo be recognized, however,
that of tho two questions, vahdity has
the greater public importanee, Cover
v Schwarts. 2 Cir, 133 F2d 511, and
the Iistrict Court in this case followed

[X)

In other cnciits the Lear public policy con-
gderatiuns have found a wide range ot apph-
caton (0 traditional concepts of patent law
See, v . Coastil Dynannes Corp v Svmbohe
Displins, Inc, 4680 1 2d 79 (9th Cur 1972) (as-
agnat estopped  doctrme) Al issillon-Cleve-

what will usually be the hetter prae-

tice by inquirig Tully imto the vahdity

of this patent 325 US at 330, 65

SCU at 1115
See Scars, Rochuck & Co v Suffel Co,
376 LS 225, 229 31, ¥4 St T84, 11
LEd2d 661 (1964); Compeo Corp v

ay-Brite Lighting, Inc, 376 U S 234, 84
SCt 779, 11 L Fal2d 669 (1964)

These poliies were apphed further in
Lear, Ine v Adkins, supra, where the
Court abrogated the doctrine of licensce
wtoppel  The “federal policies" of Lear
have been consudered by this court wath
respeet o royaltns, see Trovel Mfy. Co
v Scehwann Bicyele Co, 489 F 24 965 (Gth
Cir 1973), cert demd, 416 US 039, 94
SCU 1942, 10 L Fd 24 290 (1974), Trovdd
My Co v Schwinn Dicyvele Co, 65
F2d 1253 (6th Cir 1972), Atlas Chenn-
cal Indus, Inc v Morame Products, 509
F2d 1 (6th Cir 1974) We have notedd
that “Onc of the primary goals in Lear
wds Lo ‘unmuzsle’ heensees so that an
carly adjudication of immvalidity could in-
ure to the public interest ™ Atlas Chem-
1eal Indus, Ine v Morame Products, su-
pra, U9 F2d at ¢ See Blonder-Tongue
Laboratories, Inc v Unnersiy of Hh-
nois Foundation, 402 US. 313, 91 SCt
1434, 28 L kd 2d 788 (1971)2

In the present case we are asked 1o
extend Lear further and to follow the
Seventh Cireust's decision in Kraly
National Disullers and Chemuenl Corpr,

502 F 2d 1366 (Tth Cir 1974)  In Kraly,
502 1 20 au 1309, the court apphed the

pohicies of Lear o consent deeree adjudi-

cations of validity, concluding that:

National Instillers, the heensve, i
not estopped from challenging the va-
Idity of the patent, even though u pri-
or consent  deerce ncorporated  an
understanding not to challenge the va-
lidity of the patent  As Judpe Stevens
points out in Busmess Forms, [Busi-

land \h:on Sipn Co v Gulden State Adverts-
mg Co 444 F 2d 420 427 (th Cn ), cert de-
med 404 US 873, 92 SCu 100, 30 LLEd2d
H7 (1971 (o-comtest clauses i settlement
agreeme nts ns ahdated)

Qs vy By = B
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ness Form~ Finishing Service, Ince

Carson, 7 Cn, 452 F 21 70}, “A con-

trary result could not bhe reeonciled

with ‘the public mterest in a judicial

determination of the mimvahdity of a

worthless patent ™7 4502 F2d at 75
The Seventh Cireunt exphenly rejected
the holding of the Distniet Court in the
present case, statime as follows

We cannot agrree with the  Sehlegol
court that [Ranshurg kicctro-Coating
Corp . Spiller & Spilier, lne, 439
F2d 974 (Tth Gir 1973)] supports the
proposition that “once a party enters i
consent deeree acecpting the validity
of a particular patent, that party s
estopped from rinsing the validity s
sue 1n subsequent hugation regarding
the same parties and the sume pat-
ent.” Id at 653 While 1t 15 true that
in Ranshurg this court reasoned that
“the Lear case did not signify that
something called ‘federal public policy
on patents’ could be used to undo the
cffects of a valid lawsuit settiement
contract,” i, that reasoning was ap-
plied only to that portion of the setue-
ment  invalving  past  infringement
502 F.21 at 1369.
The Seventh Circust has subsequently re-
affirmed this holding in Cranc Co v
Aecruquip Corp, 504 F 2d 1086, 1092 (Tth
Cir. 1974), stating that the “Defendant
was within its rights to test vahdity aft-
er entering into Lhe consent judgment of
validity."”

We respectfully disagree with the Sev-
enth Cirewit's interpretation of Lear. In
so holding we are in agreement with the
Second Circunt, see Broadview Chemical
Corp. v Locute Corp, 474 F2d4 1301,
1395 (2d Cir. 1973), and the Eighth Cir-
cuit, sec Umited State~ ex rel. Shell Oil
Co. v Barco Corp., 430 F 2d 998, 1001 02
(8th Cir 1970) Scc also Schnitger v
Canaga Electronics Corp, 162 F.2d 628
(9th Gir. 1972); but sce Herbert Rosen-
thal Jewelry Corp . Kalpakian, 446
F 2d 738, 739-40 (9th Cir 1971)

In Hirs v Detroit Filter Corp, 421
F.2d 1040, 1041 (6th Carr 1970), this courl
stated that a contemptl procecthing fol-
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lowing a fully liigated issuc of infringe-
ment 15 nol a “de novo ingquiry as 1o
infringement, sinee the carher determi-
nation of the valuhty of the patent and
all the defenses Lo a charge of infringe-
ment which are related thereto are res
judieata " We are aware of
no court which ha~ ¢ntertined the sug:
gestion that Lear abrogates the doetrine
of res judicata after a fully hugated re-
sult  This wonld seom to he the logeal
extension of denying res judicatit effect
to a consent decree  This court has not
recogmized ~uch u difference previousls,
sce Warner v Tonncssee Privducts Corp.
supra, 57 F 2d 342 (6th Cu ). cort demed,
287 US 632, 53 S.Ct 83, 77 L Ed 548
(1932) Fven though the degree of jud:-
ctal imvolvement "is different_between 8
consent decree and a litigatod result, we
are not prepared to find that yudicial
involvement in a consent decree s 30

inconsequential as to justify differcpl

treatment. We stated in Wadsworth
Electric Mfg Co \ Westinghouse Elec-
tric & Mfg Co, 71 F 2d 850, 851-52 (6th
Cir. 1934), as follows
Were it permussible upon every pro-
ceeding 1n contempl to agamn challenge
“the vahdity ol the claims,and to re-
open 1ssues already decided, such prac
tice would he subhcrsive, 1f_not indeed
“wholly destructive, of the plenary
power of the court to enforce its de-
crees, and Lo rcopen questions of valid-
“ity upon_an_appeal Trom a contempt
order would he to invite all defeated
litigants in patent infringement_suits
to defy injunctional _orders, _and by
such definnce 1o seek review of adjudi-
cated 1ssucs not otherwise open to
them.
—_—
In United States v Swift & Co. 286 U.S.
106, 115, 52 S.Ct 460, 462, 76 L.Ed. 999
(1932), Mr. Justice_Cardozo sad: ‘“We

N oLt hio Ny

rejecl the argument that 8
decrec entered upon consent is o be

treated as a contract and not as a judiz
cial acL.”

“Tooking to the rationale of Lear, we
note that there s a syenificant difference
between the effeet of a consent decree
and the docteine of licensee  estoppel

3
a
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The parties to the patent suit are enti-
thed o a full and fiur hearing on the
merits of the case up unul the time a
cunsent decree is entered  The doctrine
of liccnsee estoppel closed the doors of
the courts to a large group of parties
who had sufficient interest in the patent
to challenge its valulity By ginving res
judicata effect to consent decrees, we do
not close the doors of the courts o hu-
gation on the ssuc of patent validity,
except as to parties or thar privies, and
enly after they have had the opportunity
o htigate the wssue fully  Thud partes
are not affected by the consent decree
See, ¢ ., Annut . 4 ALRFud 214, 217
(1970). Boutell v Volh, 449 F 24 673, 675
(1oth Cir 1471)

The publie interest requires that an
malid patent be stripped of 11> monupo-
h.oand at as early a date as possible
When # consent decree is to be given res
judicata effect, htigants are encourapged
o hugrate the assue of vahdity  rather
-han foreclosing themseives by 1 consent
deeree I they were gven i second
chunge to htpate the issue of valulity,
dhieged ainfningers mught well aceept o
peense undur o consent deeres and fore-
go an attach on validity until favorad by
a stropger financial  position, or until
threatened by other manufacturers who
were not pavingg royalties By griving res
Judieat.y eflaat o consont deorees this
court protects the public mtorest i that
an alleged mtringer as deprived of aju-
datl deviee which could be used to post-
june and delay a final adjudication of
whdity  Sev Blonder-Tongue Laborato-
aes, Inc v Unnersity of Ihnems Foun-
awtion, supra, 402 U S, at 334 -48, 91
aCt W31 Lear, Inc v Adhins supra,
M US at 683, 89 SCt 1902, Troael
Mg Co v Schwinn Bicyele Co. supra,
ws B2l at 1257 see also Ransburg
bleetro-Coatings Gorp v, Spuller & Spul-
wr. Ine, 489 F.2d 974, 978 (Tth Cir
wid)

Wwe, therefore, hold that the District
court was correct in ruling that the doe-
rne of res judicata barrcd USM from
raning and relitigating the ssue of the
.ahdity of the Horton patent

11 Contempt

The Distriet Court held that USM has
violated the perminent injunction issued
by thuat court on February 22, 1972, and
1s 1 contempt  The permanent injune-
tion wus reaffirmed and ordered to be
continued  USM was ordered Lo account
for all profits derned from its sales of
the enntemptuous construction

We conclude that the findings of 1in-
fringement arc not elearly erroncons and
that these Nindings require affirmance of
the decsion on the issue of contempt

This Court 1In a numinr of deasions
hus  established  clearly  the applicable
rule in proceedings for contempt for vio-
lation of an njuncuon against infringe-
ment of a patent.

In Ficld Body Corp v Higrhland Bod)y
Mfg Co, 13 F 24 626, 627 (6th Cir 1924),
we held

The relation of the Morrnison patent

to other structurcs and the valuhty of
certiin of ats clims are arguced hy
counsc! for appcllant as though the ad
Judication of vainhity and mfringement
were under review We are not con-
cernel with the prior art, nom with an
origial interpretation of the claims of
the putent It suffices here that inoan
action between the parties the patent
wis held ainfringed by appellant's org-
inal structure  The question, then, 1S
whethor the modified <tractare s the
cqunildent of the organai e its rela-
tion to the patent in suit

The Court further held

The question 1~ one of fact

627)

In Wadsworth Elee Mfy Co v West-
inghouse Elee. & Mg Co, 71 F 2d 850
(6th Cir 1934), Judge Simons, who wrote
the opinion for the Court, followed Field
Body and stated

(1d at

The question in proceedings for cun-
tempt for violation of an injunction
against infringement 1s not one which
relates to or involves the omginal n-
terpretation of the claims of the pat-
ent. Field Body Corporation v. High-
land Body Mfir Co., 13 F.21 626 (C.C
A.6) It suffices that in an action be-
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tween the parties the patent was held
valil and infringed, and the question
15 only whether the modified strueture
15 equivalent to the orgnnal in relation
to the patent in suit “The proceeding
for 1ts punishment (for contempt) “i1s a
new  and distunet proceeding, and s
quitc independent of the cquities of
the case on which the deerce 18 found-
eld."”  Bullnck Eleetric & My Co v
Westinghouse Eleetrie & My Co, 120
F 105, 106 (CCA6) Were the rule
otherwise, and were it permissible
upon cvery procecdimrs m contempt o
aguin  challenge the vahidiy  of  the
claims, and to rcopen ssues adready
deeided, such practice would he sub-
versive, if not indeed wholly destrue-
tive, of the plenary power of the court
to enforee its deerees, and to reopen
questions of validity upoen an appeal
from a contempt order woukl be to
invite all defeated htigants in patent
infringement suits Lo defy injunctional
orders, and by such defiance to seck
review of adjudicated issues not other-
wise opcn to them. We think it elear
that the only issve presented by this
appeal is whether the defendant's
modified structures infringe the patent
claims, and whether their manufacture
violates the wrt of mjunction, and
upon that issue neither the court be-
low nor this court nced consider the
prior art. Field Body Corporation .
Highland Body Munufacturing Compa-
ny, supra (851 852)

In Panduit Corp. v. Stahlin Bros Fibre
Works, Inc., 338 F Supp 1240 (W.D Mich
1972), aff'd, 476 F.2d 1286 (6th Cir
1973), the Court held:

The standard apphed in contempt
proceedings following an adjudication
of patent validity and infringement is
abundantly clear. In such proceedings
the question is whether the accused
structure is equivalent to the original
in relation to the patent in suit  Field
Body Corporation v. Highland Body
Mfg. Co, 13 F.2d 626 (6th Cir 1926).
Wadsworth Eleetriec Mfg Co. v. West-
inghouse Electric & Mfgy Co, 71 F.2d
850 (6th Cir. 1934), certiorari denied
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Wadsworth Electric Mg Co v Sachs,
204 US 724, 55 SO 532, 79 LEd
1255 Thus, there are two focal points
to the issuc presently before the court
(1) the equivaleney of the modified
structures Lo the structures previously
held infringing, and (2) the rddation-
ship of the new devices o the vald
patent «laim Hirs v Detrmt Filter
Corp, 424 F 24 1040, 1011 (6th Cir
1960)  (1211-12142)

[6] In our opimion the Distriet Court
did not err in exeluding evidenee offerdd
by USM which was desiyrned as o eallat-
cral attach on the consent doare

Reference 15 made to the Distret
Court's findings of fact Nos 22 through
38, reported at 381 F.Supp at 652 53

[71 We have held consistently  that
the 1ssue of infringement is factual and
the findings of fact of the trier of the
facts are governed by Rule 52(a), Fed R
CivP. Sce, ¢ g. Olmpic Fastemng
Systems, Inc. v Textron, Inc, 504 F 2
609, 619 (6th Cir. 1974), Schnacyr Corp
v. Gaines Mfg Co., 494 ¥ 21 383, 389
(6th Cir. 1974), Tappan Cu. v General
Motors Corp., 380 F.2d 888, 891 (6th Cir
1967), United States Plywood Corp. v
General Plywood Co, 370 F2d 500, 507
(6Lth Cir. 1966).

These authormties compel the sustain-
ing of the factual findings of Judge
Weinman, as they arc supported by the
overwhelming evidence in this case

[8] We reject the contention that the
infringement provisions of the consent
decree were vague Paragraph 4 of the
decree foun:d infringement “by making
and/or selling pile weatherstripping hav-
ing a flexible, impervious barrier in the
pile as represented by USM's Series 892
and 893 and embodying the inventions
disclosed and claimed therein” (Empha-
sis added)

The patent specifications describe the
Horton weatherstrip as having a flexible,
impervious barrier. It s also described
in USM's Series 892 and 893

The description of the barrier strip as
shown in USM's Series 892 and 893 cer-
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